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DETAILED ACTION 
Election/Restriction 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-5 and 15-19, drawn to an amphiphilic telechelic comprising POSS and 
articles , classified in class 528, subclass 37. 

II. Claims 6-14 , drawn to a method to form the amphiphilic telechelic, classified in 
class 526, subclass 307.5. 

III. Claims 20 and 21 , drawn to a method to prepare a shape memory polymer and the 
shap memory polymer , classified in class 525, subclass 440. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions II and I are related as process of making and product made. The inventions are 

distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case, the 
process as claimed can be used to make other and materially different product because the POSS 
used to make the product may not be isocyanatopropyldimethylsilylcyclohexyl-POSS. 
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Inventions I and III are unrelated. Inventions are unrelated if it can be shown that they are 
not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions relates to an amphiphilic telechelic comprising POSS and articles and to a method to 
prepare a shape memory polymer and the shap memory polymer. 

Inventions II and III are unrelated. Inventions are unrelated if it can be shown that they 
are not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions relates to a method to form the amphiphilic telechelic and to a method to prepare a 
shape memory polymer and the shap memory polymer. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

4. During a telephone conversation with Mr. Evelyn M. Sommer on April 19, 2004, a 
provisional election was made with traverse to prosecute the invention of Group I, claims 1-5 
and 15-19. Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 6-14 and 20-21 are withdrawn from further consideration by the examiner, 37 
CFR 1 . 142(b), as being drawn to a non-elected invention. 
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5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1 .48(b) and by the 
fee required under 37 CFR 1. 17(i). 

Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

7. Claims 1-5 and 15-19 are rejected under 35 U.S.C 103(a) as being unpatentable over 
Vorobyova et al. [Macromolecues, 31, 8998-9007 (1998)] in view of Hsiao et al. [Polymer, 
42,599-611(2001)]. 

The present invention relates to an amphiphilic telechelic comprising POSS having the 
following structure 
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(summary of claim 1) 



Vorobyova et al. disclose a linear polyethylene oxide) which is end-capped at both ends 
with hexadecyl alkyl chains through reaction with hexadecyl isocyanate, wherein the linear 
polyethylene oxide) has a molecular weight of 35,000 (page 8999, col. 1). 

The difference between the present claims and the disclosure of Vorobyova et al. is the 
requirement of the end-capping with propyldimethylsilylcyclohexyl-POSS. 

Hsiao et al. disclose that end-capped with POSS, M such organic-inorganic hybrid 
polymers possess improved properties such as higher T g , increased oxygen permeability, reduced 
flammability and enhanced mechanical strength" (page 600, col. 1). In light of such benefit, it 
would have been obvious to one of ordinary skill in the art to end-cap PEO with POSS and 
thereby obtain the present invention. 



Conclusion 
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8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ling-Siu Choi whose telephone number is 571-272-1098. 

If attempt to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
David Wu, can be reach on 571-272-1 1 14. 



Ling-Siu Choi 
April 27, 2004 



